THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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GARRI S, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal fromthe final rejection

of claims 1 through 12 which are all of the clainms pending in

t he applicati on.
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The subject matter on appeal relates to a nmethod of
sanitizing and destaining ware products conprising the step of
applying to the ware a peroxyacetic acid concentrate
conposition having a particular formulation. Further details
of this appeal ed subject nmatter are readily apparent froma
review of illustrative independent claim1 which reads as
fol |l ows:

1. A nmethod of sanitizing and destaining ware products
conprising the step of applying to the ware a peroxyacetic
acid concentrate conposition conprising peroxyacetic acid,
acetic acid, hydrogen peroxide and a carrier, wherein an
initial nole ratio of acetic acid to hydrogen peroxide is |ess
than 3:1; a nole ratio of acetic acid to peroxyacetic acid at
equilibriumis less than 5:1, and wherein the conposition is
di l uted upon application to a concentration of at |east 30 ppm
of peroxyacetic acid.

The references set forth below are relied upon by the

exam ner as evidence of obvi ousness:

Fraula et al. (Fraul a) Re. 30, 537 Mar. 3, 1981
Lokkesnoe et al. (Lokkesnope) 5,122,538 Jun.
16, 1992

Al'l of the appealed clains stand rejected under 35 U S. C

8 103 as being unpatentabl e over Lokkesnoe in view of Fraula.?

The appealed clainms will stand or fall together; see page
4 of the brief. It follows that in our disposition of this
appeal we will focus upon appealed claim1l which is the sole
i ndependent cl ai m before us.
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OPI NI ON

This rejection will be sustained.

Lokkesnpe di scl oses a point-of-use process for making a
peroxyacetic acid concentrate conposition of the type here
clainmed (e.g., see the paragraph bridging colums 2 and 3 and
lines 54 through 64 in colum 3) and a nethod of sanitizing
and destai ni ng ware products wherein the aforenentioned
concentrate conposition is diluted to a concentration range of
about 5-200 ppm (e.g., see lines 41 through 68 in colum 6) as
required by appealed claiml1l. It is the appellants’ basic
position that this claimdistinguishes over Lokkesnpbe because
the latter contains no teaching or suggestion of the here
clainmed nole ratios. W cannot agree.

I n Exanple 3, Lokkesnpe discloses reacting a 1.5:1 nole
ratio of acetic acid to hydrogen peroxide (e.g., see |lines 56
and 57 in colum 8). Fromour perspective, this disclosure
teaches or at |east would have suggested the appealed claiml
requirenent of an initial nole ratio of acetic acid to
hydr ogen peroxi de of less than 3:1

As for the here clainmed 5:1 nole ratio of acetic acid to

peroxyacetic acid at equilibrium it is inportant to note that
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pat entee’ s concentrate conposition includes a peroxy acid

wei ght percentage range of 2%to 20% (e.g., see lines 6
through 11 in colum 6) which is enconpassed by the

appel lants’ preferred 0.5-25 wei ght percent in concentrate of
peroxy acid at equilibrium (see the table on specification
page 20) and which substantially overl aps the appellants’
preferred 5-12 wei ght percent in concentrate of peroxyacetic
acid at equilibrium (see the table on specification page 22).
Thi s correspondence between the peroxy acid concentrations
envi sioned by the appellants and by Lokkesnoe coupled with the
correspondence between the acetic acid to hydrogen peroxide
nmol e ratios clained by the appellants and di scl osed by

pat ent ee support a reasonabl e concl usion that Lokkesnoe’s
conposition would include an acetic acid to peroxyacetic acid
nmole ratio at equilibriumw thin the range required by
appeal ed i ndependent claim 1. Stating this |ast nentioned
point differently, while the Lokkesnpe reference contains no
express disclosure concerning the nole ratio of acetic acid to
peroxyacetic acid at equilibriumfor his conposition, it is

reasonabl e to consider patentee’s conposition as possessing
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such a nole ratio within the here clained range for the
reasons di scussed above.

I n essence, the conpositions disclosed by Lokkesnoe for
use in his nmethod appear to be identical to conpositions
enconpassed by the here clainmed nethod, and thus it is
appropriate to require the appellants to prove that patentee’s
conpositions do not necessarily or inherently possess the
characteristics of their clainmed conposition including the
appealed claim1 nole ratio of acetic acid to peroxyacetic
acid at equilibrium \Wether the rejection is based on
“i nherency” under 35 U S.C. 102, on “prima faci e obvi ousness”
under 35 U.S.C. 103, jointly or alternatively, the burden of
proof is the same, and its fairness is evidenced by the
inability of the Patent and Trademark O fice to manufacture
products or to obtain and conpare prior art products. In re
Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433-434 (CCPA 1977).

In addition to the foregoing, we agree with the
exam ner’s conclusion that it would have been obvious for an
artisan with ordinary skill to determ ne workable or even
optimumranges for the nole ratio paraneters di scussed above.

This is because such paranmeters are quite plainly result
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effective variables as evinced by the Lokkesnoe patent. See

In re Boesch, 617 F.2d 272, 276, 205 USPQ 215, 219 (CCPA 1980)

and In re Aller, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA

1955) (cited by the exam ner on page 6 of the answer).
Further, it is appropriate to regard the nole ratios of
Lokkesnoe’ s conposition, when so optimzed, as falling within
the here clainmed ranges in light of the commobn sanitizing uses
envi sioned by patentee and the appellants for their respective
conposi tions.

Under the circunstances recounted above, we consider the
reference evidence adduced by the exam ner to establish a

prima facie case at | east of obviousness within the neaning of

35 U S.C. § 103.

According to the appellants, they “have provided in the
wor ki ng exanpl es of their specification evidence of
patentability of its selected use of a peroxy acetic acid
concentrate over a known narketed peroxy acetic acid product”
(brief, page 8). However, this evidence involves a conparison
of the appellants’ inventive conposition to a marketed product
known as OXONI A which is said by the appellants to be

described in U S. Patent No. 4, 051, 058. It is wll settled
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that an applicant relying upon a conparative showi ng to rebut

a prima facie case nust conpare his clained invention with the

closest prior art. 1n re Merchant, 575 F.2d 865, 869, 197

USPQ 785, 788 (CCPA 1978). As expl ai ned above, the Lokkesnoe
conposition is virtually indistinguishable fromthe
conposi tion defined by appeal ed i ndependent claim 1l and
therefore is quite plainly the closest prior art. It follows
that the appellants’ specification evidence which relates to
sonme other prior art conposition has little if any probative
value with respect to the issues raised by the rejection
bef ore us.

As a consequence, we will sustain the exam ner’s section
103 rejection of the clainms on appeal as being unpatentable
over Lokkesnoe in view of Fraul a.

The decision of the exam ner is affirned.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED
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